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REQUEST FOR RECONSIDERATION DENIED
 
ISSUE/MAILING DATE:
 
 
The trademark examining attorney has carefully reviewed applicant’s request for reconsideration and is
denying the request for the reasons stated below.  See 37 C.F.R. §2.64(b); TMEP §§715.03(a), 715.04(a). 
The requirement(s) and/or refusal(s) made final in the Office action dated May 16, 2011 are maintained
and continue to be final.  See TMEP §§715.03(a), 715.04(a).
 
In the present case, applicant’s request has not resolved all the outstanding issue(s), nor does it raise a
new issue or provide any new or compelling evidence with regard to the outstanding issue(s) in the final
Office action.  In addition, applicant’s analysis and arguments are not persuasive nor do they shed new
light on the issues.  Accordingly, the request is denied.
 

SECTION 2(d) REFUSAL – LIKELIHOOD OF CONFUSION
Registration of the applied-for mark remains refused because of a likelihood of confusion with the mark in
U.S. Registration No. 3815974.  Trademark Act Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01
et seq. 
 
Taking into account the relevant du Pont factors, a likelihood of confusion determination in this case
involves a two-part analysis.  See In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1361-62, 177
USPQ 563, 567 (C.C.P.A. 1973); In re 1st USA Realty Prof’ls Inc. , 84 USPQ2d 1581, 1584 (TTAB
2007); see also In re Dixie Rests. Inc., 105 F.3d 1405, 1406-07, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997). 
The marks are compared for similarities in their appearance, sound, connotation and commercial



impression.  TMEP §§1207.01, 1207.01(b).  The goods and/or services are compared to determine
whether they are similar or commercially related or travel in the same trade channels.  See Herbko Int’l,
Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1164-65, 64 USPQ2d 1375, 1380 (Fed. Cir. 2002); Han Beauty,
Inc. v. Alberto-Culver Co., 236 F.3d 1333, 1336, 57 USPQ2d 1557, 1559 (Fed. Cir. 2001); TMEP
§§1207.01, 1207.01(a)(vi).
 
In this case, the following factors are the most relevant:  similarity of the marks, similarity of the goods
and/or services, and similarity of trade channels of the goods and/or services.  See In re Dakin’s
Miniatures Inc., 59 USPQ2d 1593 (TTAB 1999); TMEP §§1207.01 et seq.  Based on these factors, the
examining attorney maintains that there is a likelihood of confusion between the applied-for mark
VULCAN for “High abrasion resistant polycrystalline diamond compact (PDC) cutters for installation in
rotary drag bits for use in drilling oil and gas wells” in International Class 7, and the registrant’s mark
VULCAN and design for “ drilling tools, namely, power driven diamond core drilling bits sold only to the
core drilling and geotechnical industries” in International Class 7.
 
Applicant’s Mark is Identical to the Dominant Element in Registrant’s Mark
 
In this case, the applicant seeks to register VULCAN.  The registrant’s mark is VULCAN and design.
 
Applicant’s mark is identical in sound, meaning and connotation to the dominant element in the
registrant’s mark.   In a likelihood of confusion determination, the marks are compared for similarities in
their appearance, sound, meaning or connotation, and commercial impression.  In re E. I. du Pont de
Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (C.C.P.A. 1973); TMEP §1207.01(b)-(b)(v). 
Similarity in any one of these elements may be sufficient to find the marks confusingly similar.  In re
White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA Realty Prof’ls, Inc. , 84
USPQ2d 1581, 1586 (TTAB 2007); TMEP §1207.01(b).
 
While applicant now contends that the design elements in the registrant’s mark alter its overall

commercial impression, this argument is unpersuasive.[1]  Indeed, applicant has presented no evidence in
support of its assertions in this regard.
 
It is well-established that when a mark consists of a word portion and a design portion, the word portion is
more likely to be impressed upon a purchaser’s memory and to be used in calling for the goods and/or
services; therefore, the word portion is normally accorded greater weight in determining whether marks
are confusingly similar.  In re Dakin’s Miniatures, Inc. , 59 USPQ2d 1593, 1596 (TTAB 1999); TMEP
§1207.01(c)(ii); see CBS Inc. v. Morrow, 708 F. 2d 1579, 1581-82, 218 USPQ 198, 200 (Fed. Cir 1983);
In re Kysela Pere et Fils, Ltd., 98 USPQ2d 1261, 1267-68 (TTAB 2011).  As such, applicant’s mark is
identical to the dominant element in the registrant’s mark: VULCAN vs. VULCAN.
 
Thus, the marks are confusingly similar.
 
Goods are Related
 
Where the marks of the respective parties are identical or virtually identical, the relationship between the
relevant goods and/or services need not be as close to support a finding of likelihood of confusion.  See In
re Shell Oil Co., 992 F.2d 1204, 1207, 26 USPQ2d 1687, 1689 (Fed. Cir. 1993); In re Davey Prods. Pty
Ltd., 92 USPQ2d 1198, 1202 (TTAB 2009); In re Thor Tech, Inc., 90 USPQ2d 1634, 1636 (TTAB 2009);
TMEP §1207.01(a).
 



In the present case, applicant seeks to register its mark for “High abrasion resistant polycrystalline
diamond compact (PDC) cutters for installation in rotary drag bits for use in drilling oil and gas wells” in
International Class 7.  The registrant uses its mark for “ drilling tools, namely, power driven diamond core
drilling bits sold only to the core drilling and geotechnical industries” in International Class 7 .”
 
According to the Academic Press Dictionary of Science and Technology, the term “bit” is defined as “[a]
removable boring head used on certain kinds of drills, such as a rock drill”; the term “bit drag,” or “drag
bit,” is defined as “[a] bit with serrated teeth, used in rotary drilling.”    
http://www.credoreference.com/entry/apdst/bit; http://www.credoreference.com/entry/apdst/bit_drag.  
Please also see the attached definitions of “bit,” “cutters,” “diamond bit,” “PDC bit” and
“polycrystalline diamond compact” from A Dictionary for the Petroleum Industry, Third Edition (1999).
 
As previously discussed, applicant’s and registrant’s goods are related in function.   That is, the goods of
the parties are both used for drilling.  This is supported by the identification of goods in the cited
registration (“drilling tools”) as well as by applicant’s own description of its goods (“Applicant’s goods
are high abrasion resistant polycrystalline diamond compact (PDC) cutters for installation in rotary drag
bits for use in drilling oil and gas wells.”   Response, pp. 2-3 (emphasis added)).
 
Moreover, the evidence of record demonstrates the relatedness of the parties’ goods and the overlap in the
channels of trade.  See evidence from previous Office actions, incorporated herein by reference.  While
attempts to “discredit” three pieces of evidence presented by the examining attorney in the final Office
action, it fails to address the other eighteen, all of which show the relatedness of, and overlap in the
parties’ respective goods.   See, e.g., Attachments to Final Office Action, p. 11 (from Wikipedia article,
Synthetic diamond: “Polycrystalline diamond consists of numerous small grains, which are easily seen by
the naked eye through strong light absorption and scattering; it is unsuitable for gems and is used for
industrial applications such as mining and cutting tools.”); p. 32 (US Synthetic Bearings website, stating
that US Synthetic plans to apply its polycrystalline diamond technology to “a broad range of
applications,” including oil and gas PDCs,   and mining).
 
The fact that the registrant’s goods are used in the core drilling and geotechnical industries, while
applicant’s goods are used in the oil and gas industry, is not determinative.   Indeed, applicant itself makes
both PDC cutters for the oil and gas industry, and drill bits for oil and gas, mining and industrial uses.  See
http://www.varelintl.com/Oil_and_Gas_Home/PDC_Drill_Bits/Specialty_Bits/;
http://www.varelintl.com/Oil_and_Gas_Home/PDC_Drill_Bits/;
http://www.varelintl.com/Mining_and_Industrial_Home/Roller_Cone_Bits/Reverse_Circulation_Bits/;  
http://www.varelintl.com/Mining_and_Industrial_Home/Roller_Cone_Bits/Minerals_Exploration_Bits/;  
http://www.varelintl.com/Mining_and_Industrial_Home/Roller_Cone_Bits/Pilot_Hole_Bits/;
http://www.varelintl.com/Mining_and_Industrial_Home/Roller_Cone_Bits/Industrial_Bits/
 
Applicant contends that no likelihood of confusion exists because of the differences in the parties’
respective goods.  However, the goods and/or services of the parties need not be identical or directly
competitive to find a likelihood of confusion.  See Safety-Kleen Corp. v. Dresser Indus., Inc., 518 F.2d
1399, 1404, 186 USPQ 476, 480 (C.C.P.A. 1975); TMEP §1207.01(a)(i).  Rather, it is sufficient to show
that because of the conditions surrounding their marketing, or because they are otherwise related in some
manner, the goods and/or services would be encountered by the same consumers under circumstances
such that offering the goods and/or services under confusingly similar marks would lead to the mistaken
belief that they come from, or are in some way associated with, the same source.  In re Iolo Techs., LLC,
95 USPQ2d 1498, 1499 (TTAB 2010); see In re Martin’s Famous Pastry Shoppe, Inc. , 748 F.2d 1565,
1566-68, 223 USPQ 1289, 1290 (Fed. Cir. 1984); TMEP §1207.01(a)(i).  Here, the evidence of record



shows that the parties’ goods are related in function and are sold through the same channels of trade.
 
Any Sophisticated Purchasing Decision is Outweighed by the Similarity of the Marks and the
Relatedness of the Parties’ Goods
 
Finally, applicant argues that the purchasers of the parties’ goods are highly sophisticated.   Even if true,
however, this fact is not determinative.  The fact that purchasers are sophisticated or knowledgeable in a
particular field does not necessarily mean that they are sophisticated or knowledgeable in the field of
trademarks or immune from source confusion.  TMEP §1207.01(d)(vii); see In re Cynosure, Inc., 90
USPQ2d 1644 (TTAB 2009); In re Decombe, 9 USPQ2d 1812 (TTAB 1988); In re Pellerin Milnor Corp.,
221 USPQ 558 (TTAB 1983).
 
More importantly, because of the similarity in the marks, consumers, even if they exercise some care in
their purchasing decisions, are not likely to distinguish between the sources of these related goods. 
Therefore, the similarity of the marks and relatedness of the goods outweigh the level of care or
sophistication of potential purchasers.  See HRL Associates, Inc. v. Weiss Associates, Inc., 12 USPQ2d
1819 (TTAB 1989), aff’d, Weiss Assocs. v. HRL Assocs.,  902 F.2d 1546, 14 USPQ2d 1840 (Fed. Cir.
1990) (similarities of goods and marks outweigh sophisticated purchasers, careful purchasing decision,
and expensive goods); see also In re Research Trading Corp., 793 F.2d 1276, 230 USPQ 49, 50 (Fed. Cir.
1986), citing Carlisle Chemical Works, Inc. v. Hardman & Holden Ltd., 434 F.2d 1403, 58 C.C.P.A. 751,
168 USPQ 110, 112 (CCPA 1970) (“Human memories even of discriminating purchasers . . . are not
infallible.”).
 
The overriding concern is not only to prevent buyer confusion as to the source of the goods and/or
services, but to protect the registrant from adverse commercial impact due to use of a similar mark by a
newcomer.  See In re Shell Oil Co., 992 F.2d 1204, 1208, 26 USPQ2d 1687, 1690 (Fed. Cir. 1993). 
 
Conclusion
 
While the marks differ slightly in appearance, the overall similarity in meaning, connotation and
commercial impression is sufficient to support a likelihood of confusion as used in connection with related
goods.  Any doubt regarding a likelihood of confusion determination is resolved in favor of the registrant. 
TMEP §1207.01(d)(i); see Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265, 62 USPQ2d
1001, 1003 (Fed. Cir. 2002); In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 464-65, 6 USPQ2d 1025,
1025 (Fed. Cir. 1988).
 
Accordingly, applicant’s request for reconsideration is denied.
 
The filing of a request for reconsideration does not extend the time for filing a proper response to a final
Office action or an appeal with the Trademark Trial and Appeal Board (Board), which runs from the date
the final Office action was issued/mailed.  See 37 C.F.R. §2.64(b); TMEP §§715.03, 715.03(a), (c). 
 
If time remains in the six-month response period to the final Office action, applicant has the remainder of
the response period to comply with and/or overcome any outstanding final requirement(s) and/or refusal(s)
and/or to file an appeal with the Board.  TMEP §715.03(a), (c).  However, if applicant has already filed a
timely notice of appeal with the Board, the Board will be notified to resume the appeal when the time for
responding to the final Office action has expired.  See TMEP §715.04(a).
 
 



/Amy L. Kertgate/
Law Office 113
Trademark Examining Attorney
Office: 571-272-1943
Email: amy.kertgate@uspto.gov

 
 
 

[1]
Applicant’s assertion that the “CAN” portion of the registrant’s mark is emphasized and thus alters the commercial

impression of the mark is also unavailing.  There is no correct pronunciation of a mark because it is impossible to predict
how the public will pronounce a particular mark.  See Centraz Indus. Inc. v. Spartan Chem. Co., 77 USPQ2d 1698, 1701
(TTAB 2006); In re Lamson Oil Co., 6 USPQ2d 1041, 1042 n.3 (TTAB 1987); TMEP §1207.01(b)(iv).  The marks in
question could clearly be pronounced the same; such similarity in sound alone may be sufficient to support a finding that
the marks are confusingly similar.  In re White Swan Ltd., 8 USPQ2d 1534, 1535 (TTAB 1988); see In re 1st USA Realty
Prof’ls, Inc. , 84 USPQ2d 1581, 1586 (TTAB 2007); TMEP §1207.01(b)(iv).
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